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DETAILED ACTION 
Examiner Notes 

1 . After Final Amendment as received 09/21/04 is entered. 

2. The finality of the previous Office Action is withdrawn in light of the new rejections. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 2, 4, 8, 10, 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Nunn, 
USPN 6,317,828. 

5. Referring to claim 4, Nunn teaches a computer system comprising: 
a CPU (figure 1, element 103); 

system memory coupled to said CPU (figure 1, element 105) ; 

a system ROM containing system ROM code executable by said CPU (figure 1, element 1 13); 
an option device coupled to said CPU (figure 1, elements 120 and 122); and 
option ROM code associated with said option device (figure 1, elements 120 and 122); 
wherein said system ROM code permits an operator to execute said option ROM code. A BIOS 
ROM setup code enables the user to control the order of bootable drives that are connected to 
adapters with option ROMs. An operator permits option ROM code of an adapter execute when 
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a drive it is connected to is configured as a bootable drive in the BIOS setup (see figure 2, 
column 3 through column 5). 

Nunn also teaches wherein said system ROM code permits an operator to execute said option 
ROM code and v^herein said system ROM code searches for a predefined signature value v^hen 
an operator selects an option ROM code to execute, said signature value identifies information 
pertaining to the location of the option ROM code (see column 3, lines 8-15, BCVS are pointers 
in the Expansion Headers that point to code in the device's option ROM). 

6. Referring to claim 2, Nunn teaches wherein said option ROM code is resident on said 
option device (figure 1, elements 120 and 122). 

7. Referring to claim 8, Nunn teaches: 

a) configuring one or more aspects of a computer system using system ROM code (figure 1, 
element 113, Nunn's system has a BIOS ROM setup to configure the system) ; 

b) permitting an operator to select an option device coupled to said computer system to be 
configured using said system ROM code (column 4, various option devices are able to be 
selected as bootable so they are configured as bootable using the system ROM); and 

c) searching for an option ROM code associated v^th said option device using said system ROM 
code (column 4, figure 2); and 

d) executing said option ROM code (column 4, figure 2). 

Furthermore, Nunn teaches wherein searching for an option ROM code includes searching for a 
predefined value that indicates the location of a set of information, said set of information 
includes a location value that is used to determine the location of the option ROM code. During 
option ROM scanning operating codes are loaded into memory that contain expansion header 
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information that contains location values for the option ROM codes (column 3 and column 4, 
lines 38-45). 

Lastly, Nunn teaches wherein said set of information also includes a device identifier and 
wherein searching for an option ROM code further includes comparing a device identifier 
associated with the option device the operator wishes to configure to the device identifier in the 
set of information (see column 4, lines 45-end, BCV information is containing device identifiers 
is compared; if BCV is equal to 1 in logic operation, another BCV is found and the BCV is 
stored in a list for the controllable devices). 

8. Referring to claim 10, Nunn teaches wherein executing said option ROM includes 
transferring execution to said location if the device identifiers match (column 4, line 58 through 
column 5, line 13). 

9. Referring to claim 11, Nunn teaches further including returning to said system ROM code 
after said option code completes executing. At the end of option ROM initialization and 
execution, the system returns to the BIOS, 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 5, 13, 14, 16, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nunn. 
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12. Referring to claim 5, Nunn does not explicitly teach wherein said signature corresponds 
to an option ROM configuration entry table, said table includes location values regarding the 
location of the option ROM code and a device identifier value. However, Nunn does teach a call 
function is executed in which each adapter with a valid option ROM has associated operating 
code loaded into a specified section of memory space. During adapter code loading, expansion 
header information is saved (which has the information used to configure the device connected 
through each adapter as well as pointers to locate the information for the option ROMs) and 
linked expansion headers are stored (column 4, lines 38-45 and column 3, lines 5-15). Although, 
Nunn does not explicitly teach a "configuration entry table", the information from expansion 
headers loaded into a memory space is essentially configuration data. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made that configuration 
entry data whether in a table or another format, the data would be loaded into a memory space 
for use as taught by Nunn. 

13. Referring to claim 16, Nunn teaches an instruction that permits an operator to configure a 
computer system (column 3, lines 54-62). 

However, Nunn does not explicitly teach an instruction that permits an operator to configure one 
or more option devices within the computer system and to search for an option ROM 
configuration table corresponding to the option device the operator selects to configure. 
However, Nunn does teach a call function is executed in which each adapter with a valid option 
ROM has associated operating code loaded into a specified section of memory space. During 
adapter code loading, expansion header information is saved (which has the information used to 
configure the device connected through each adapter as well as pointers to locate the information 
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for the option ROMs) and linked expansion headers are stored (column 4, lines 38-45 and 
column 3, lines 5-15). Ahhough, Nunn does not explicitly teach a "configuration entry table", 
the information from expansion headers loaded into a memory space is essentially configuration 
data for a device the operator elects to configure. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made that configuration entry data whether in a table 
or another format, the data would be loaded into a memory space for use as taught by Nunn. 

14. Referring to claim 13, Nunn teaches further including an instruction which causes an 
option ROM code associated with an option device to be executed (as taught herein above in 
rejection of claim 4). 

15. Referring to claim 14, Nunn teaches wherein said option ROM code is resident on said 
option device (as taught herein above in rejection of claim 2). 

16. Referring to claim 19, Nunn teaches further including an instruction which compares a 
device identifier obtained from the operator's selection of a device to be configured to the device 
identifier in said table (as taught herein above in rejection of claim 8). 

17. Claims 3 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nunn in 
view of Zimmer, US Pub 2003/0097581. Nunn does not explicitly teach wherein said option 
ROM code is copied to and executed from system memory. Nunn does teach a typical adapter 
device having an option ROM is a SCSI controller. Zimmer teaches that under the prior art, an 
option ROM is loaded by BIOS into memory and executed (see [0056]). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to copy and execute 
option ROM code to system memory in the system of Nunn as taught by the prior art of Zimmer 
as it is well known in the art to perform such function. 
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18. Claims 6, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nunn in view of BIOS Boot Specification, Version 1.01 (1996). Nunn does not explicitly teach 
wherein said table further includes: a mask value that permits multiple types of option devices to 
use the option ROM code pertaining to a single table, offset and segment values to the beginning 
of an option ROM code associated with said option device, or a device identifier which 
corresponds to said option device. However, BIOS Boot Specification Version 1.01 teaches the 
above (pages 32 and 33). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made that the BIOS Boot Specification applies to the system of Nunn as 
Nunn specifically teaches the application of the BIOS Boot Spec (column 1, lines 45-63) in her 
system. 

Conclusion 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin Knapp whose telephone number is (571) 272-4149. The 
examiner can normally be reached on Mon - Fri 8:30 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaflfin can be reached on (571) 272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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